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Office Action Of: February 27, 2010

APPLICANT'S RESPONSE TO OFFICE ACTION

The following is the response of the Applicant, Michael F. Schnuerle, by Counsel, to the

Office Action sent via email on February 27, 2010, by Examining Attorney Susan Kastriner

Lawrence.

AMENDED RECITATION OF SERVICES

Applicant amends the Recitation of Services to read as follows:

CLASS 042: Providing a website that gives users the ability to create customized web

pages featuring user-defined information for a particular geographic area; providing customized

online web pages featuring user-defined information regarding a particular geographic area,

which includes search engines and online web links to other web sites; hosting an online

interactive website featuring information regarding a particular geographic area; providing an

interactive website featuring maps of particular geographic areas featuring data and information

regarding that geographic area which may be organized and viewed in accordance to certain

parameters

DESCRIPTIVENESS REFUSAL

The Examining Attorney has refused registration of the proposed mark YOUR MAPPER

pursuant to Trademark Act Section 2(e)(1), 15 U.S.C. § 1052(e)(1), on the grounds that the

mark merely describes Applicant’s services. For the following reasons, Applicant respectfully
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disagrees with the findings and requests that the Examining Attorney reconsider the statutory

refusal and allow registration of Applicant’s mark. Applicant incorporates the arguments and

evidence submitted previously by reference.

The Examining Attorney cites the Board decision in In re Time Solutions for the

proposition that the use of the term YOUR in conjunction with descriptive or generic subject

matter has been held merely descriptive under section 2(e)(1). See In re Time Solutions, Inc. 33

USPA2d 1156 (TTAB 1994). However, the Board has since asserted that In re Time Solutions

does not stand for the proposition “that whenever the word YOUR is combined with a term that

is descriptive of a characteristic of the goods or services, the mark as a whole is merely

descriptive.” In re TCL GOVIDEO, Serial No. 78395320 at 4 (TTAB Aug. 2, 2006) (reversing

descriptiveness refusal of YOURDVD for “DVD players and recording apparatus; portable

digital audio players and video disk players; combination video players and recorders; and

television sets.”).

More recently, the Board concluded that the addition of a possessive adjective to an

otherwise merely descriptive term can result in a mark which is not merely descriptive, and

therefore registrable on the Principal Register. See In re Scott McKeever, Serial No. 78919885

(September 10, 2008). In In re Scott McKeever, the Board considered the application of the mark

MY HORSE PLAYER for “providing information via a global computer network relating to

handicapping of races and horse races.” Id. The Board conceded that HORSE PLAYER, on its

own, may have been merely descriptive of the Applicant’s services. However, the Board

concluded that the addition of the possessive MY required that potential consumers take the

additional mental step of “understand[ing] that the mark does not refer to the user, that the goods

or services are a software program or online service…” Id.

Here, Applicant seeks to register YOUR MAPPER for services including “a website that

gives users the ability to create customized web pages featuring user-defined information for a

particular geographic area”. Like the word ‘MY’, ‘YOUR’ is a possessive adjective. See Exhibit

A. Both MY and YOUR serve to modify “a noun by attributing possession (or other sense of

belonging) to someone or something.” Id. MAPPER is the noun form of the intransitive verb

map, defined as ‘to make a map’. See Exhibit B. MAPPER is directly defined as ‘one who

maps’. See Exhibit C. Like the mark in Scott McKeever, Applicant’s mark requires users to make

an additional mental step in order to associate the mark with Applicant’s services. That is, users
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must recognize that Applicant’s mark does not identify ‘one who maps’, belonging to or in the

possession of the user. Rather, Applicant’s mark identifies an online service engaged in pursuits

normally associated with ‘mappers’.

The Examining Attorney misconstrues the effect of the word YOUR in the context of

Applicant’s mark, explaining that “purchasers will view the wording as a descriptive unitary

phrase indicating that the services are intended to be customized by each user … the term YOUR

does not remove the mark from the realm of descriptiveness … purchasers encountering the

mark in the context of the actual services will immediately understand the proposed mark to

identify the function of the services.” Applicant does not contest that Applicant’s services are, to

a certain degree, ‘customizable by each user’. However, Applicant contends that the word

YOUR MAPPER will not be immediately understood as conveying the idea of ‘customizable

mapping services’, but rather a MAPPER in the possession or ownership of the user. Because

this connotation is at odds with Applicant’s actual services, an additional mental step is required

before a potential consumer would associate Applicant’s mark with Applicant’s services, and

thus Applicant’s mark is not merely descriptive.

When doubts exist as to whether a term is descriptive as applied to the goods or services

for which registration is sought, it is the practice of the Trademark Trial and Appeal Board to

resolve those doubts in favor of the Applicant, and allow the mark to register. In re Grand

Metropolitan Foodservice, Inc., 30 USPQ2d 1974 (TTAB 1994). Therefore, Applicant

respectfully requests that the statutory refusal pursuant to Trademark Act §2(e) be withdrawn.

AQCUIRED DISTINCTIVENESS

In the alternative, Applicant amends the application to seek registration pursuant to

Trademark Act Section 2(f), 15 U.S.C. § 1052(f), based on acquired distinctiveness. In contrast

to an application initially based on Section 2(f), arguing acquired distinctiveness in the

alternative in response to an Examining Attorney’s refusal does not constitute a concession of

descriptiveness. TMEP § 1212.02(c). Note that if the Examining Attorney accepts

Applicant’s alternative claim of acquired distinctiveness, Applicant “should be given the

option of publication under §2(f) or going forward with the appeal on the underlying

refusal.” Id.
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The degree to which a mark is descriptive dictates the evidentiary burden required to

establish acquired distinctiveness. See In re Boston Beer Co., 47 U.S.P.Q.2d 1914 (TTAB 1998)

(explaining that “the greater the degree of descriptiveness a term or expression has, the more

proof is required to establish acquired distinctiveness”). Here, even if the YOUR MAPPER

mark is merely descriptive, it is a close case, and therefore, Applicant in this case does not face a

high evidentiary burden successfully show acquired distinctiveness.

As evidence that Applicant’s YOUR MAPPER mark has acquired distinctiveness as an

indicator of source, Applicant Michael Schnuerle has attached hereto a signed declaration with

information and supporting exhibits showing the widespread use, promotion, and recognition of

the YOUR MAPPER mark in connection with Applicant’s services.

Specifically, Applicant’s declaration demonstrates that Applicant’s YOUR MAPPER

website and affiliated websites featuring the YOUR MAPPER mark have received more than a

million page views from hundreds of thousands of unique visitors since Applicant began using

the mark in November 2007, and the yourmapper.com itself has received approximately 26,000

unique visitors in the last month alone.

Furthermore, users have embedded 197 YOUR MAPPER-branded maps in websites

hosted on more than 80 different web domains. The YOUR MAPPER embedded maps

appearing on Applicant’s sites and those operated by third-parties have been accessed more than

half a million times since November 2007.

Applicant’s YOUR MAPPER services have received significant professional recognition

through prestigious organizations within the software community such as the Google Qualified

Developer program and the NetSquared N2Y3 Mashup Challenge. YOUR MAPPER services

have also been favorably reviewed by several relevant software publications.

As a result of the professional recognition, media attention, promotional efforts, broad

base of users, and Applicant’s exclusive use of the YOUR MAPPER mark, there is no doubt that

the YOUR MAPPER mark is perceived as an indication of source by consumers and users of the

relevant services.

As a result of its widespread use by Applicant on the internet, its recognition within the

development community and the extensive exposure achieved through both Applicant’s own

websites and those of third parties, there is no doubt that the YOUR MAPPER mark is perceived

as an indication of source by consumers and users of the relevant services. Therefore,
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Applicant’s YOUR MAPPER mark has acquired distinctiveness and should be allowed

registration on the Principal Register.

The Applicant has responded to all issues raised in the Office Action. If any further

information or response is required, please contact Applicant's attorney. The attorney may be

reached by telephone at 703-525-8009.

Attachment: DECLARATION OF MICHAEL F. SCHNUERLE



DECLARATION OF MICHAEL F. SCHNUERLE

Serial No: 77729478
Mark: YOUR MAPPER
Applicant: Michael F. Schnuerle

I, Michael F. Schnuerle, declare under penalty of perjury as follows:

1. I am over the age of eighteen and competent to make this Declaration.

2. The facts stated in this Declaration are within my personal knowledge and are

true.

3. I am the Applicant of record for the above referenced trademark application for

the YOUR MAPPER mark.

4. I offer the services identified in the application under the YOUR MAPPER mark

through my company Metro Mapper, LLC, of which I am the Founder and CEO. The YOUR

MAPPER mark is used only with my permission and under my control.

5. The main website for the services offered under the YOUR MAPPER mark is

available to the public at www.yourmapper.com (“YOUR MAPPER” website). At the YOUR

MAPPER Website, the YOUR MAPPER mark appears on every page, including the top of the

YOUR MAPPER Website’s home page. An image of the homepage at yourmapper.com is

attached as Exhibit A.

6. The YOUR MAPPER Website describes the YOUR MAPPER services, shows

examples of maps created by YOUR MAPPER, provides links to other sites using YOUR

MAPPER services, and informs visitors about the YOUR MAPPER blogs, twitter feed, and

affiliated sites.

7. Since the YOUR MAPPER Website launched in November 2007, the site has

received more than 82,000 visits from more than 71,000 unique visitors resulting in nearly

172,000 page views. In the past month alone, approximately 26,000 unique users made 27,000

visits to the site resulting in more than 50,000 page views.

8. I also operate several affiliated websites that present maps and other information

created using YOUR MAPPER services featuring the YOUR MAPPER mark. These affiliated

websites include Metro Mapper (www.metromapper.org); Gov Mapper (www.govmapper.com);



NYC Big Maps (www.nycbigmaps.com); the YOUR MAPPER blog (blog.yourmapper.com);

and the Metro Mapper blog (metromapper.blogspot.com).

9. Each of these affiliated websites is available to the public and clearly identifies

the source of the mapping services as YOUR MAPPER. For example, Exhibit B is an image

from www.nycbigmaps.com that shows a representative example of how YOUR MAPPER

services are featured on these affiliated websites. The YOUR MAPPER mark and logo clearly

appear in the bottom right corner of the embedded map page. Id.

10. The YOUR MAPPER affiliated websites have received significant traffic,

creating additional exposure for the YOUR MAPPER mark and services. For example, since

November 2007 www.metromapper.com alone has received nearly 569,000 visits from more

than 105,000 unique visitors resulting in more than 1.1 million page views. In addition, the other

YOUR MAPPER affiliated websites have generated 12,800 visits from more than 10,000 unique

visitors since November 2007.

11. The YOUR MAPPER mark is also encountered by users when the YOUR

MAPPER services are embedded in third-party websites. For example, a YOUR MAPPER

embedded map is used by the Jefferson County (KY) Property Valuation Administrator’s web

page at (jeffersonpva.ky.gov) to display home value data. See Exhibit C. Likewise, at

www.joehaydenrealtor.com a Realtor uses a YOUR MAPPER embedded map to provide his

clients with crime report data. See Exhibit D. As in these examples, whenever a third-party

uses a YOUR MAPPER embedded map in their web page, the YOUR MAPPER mark and logo

is displayed each time the page is accessed.

12. More than 197 unique maps from YOUR MAPPER have been embedded in third-

party websites which are hosted across more than 80 unique domain names. The vast majority of

these embedded maps are available to the public. I estimate that YOUR MAPPER embedded

maps have been viewed approximately 166,000 times through third-party websites. In the last

month there have been approximately 22,000 views of YOUR MAPPER embedded maps

bearing the YOUR MAPPER mark.

13. In total, YOUR MAPPER embedded maps bearing the YOUR MAPPER mark

have been accessed through the YOUR MAPPER Website, my affiliated YOUR MAPPER sites,

and third-party sites more than 545,000 times since November 2007.



14. YOUR MAPPER services have also received significant professional recognition

within the online software development community. YOUR MAPPER has been certified as a

Google Qualified Developer since December 2009 and has been listed in the Google Developer

Directory since it opened in March 2010. See Exhibit E. The Google Qualified Developer

program was “designed to recognize Google API and developer tools experts, and to provide

those in need of development support with a directory of trusted references.” See

(http://code.google.com/qualify/). As of August 26, 2010, YOUR MAPPER is one of only 20

software developers in the US and 71 worldwide to earn recognition as a Google Qualified

Developer. See (http://code.google.com/qualify/directory.html).

15. YOUR MAPPER is also listed in the Google Apps Marketplace. See Exhibit F.

YOUR MAPPER is currently the highest rated provider of GeoSpatial Solutions in the Google

Apps Marketplace. See Exhibit G. Notably, YOUR MAPPER is one of the only two developers

in the US (and one of 9 in the world) in the Google Apps Marketplace who is also a Google

Qualified Maps Developer. See (https://www.google.com/enterprise/marketplace/home). This

has resulted in valuable exposure and recognition among potential clients looking for GeoSpatial

Services such as those offered under the YOUR MAPPER mark.

16. Furthermore, YOUR MAPPER services were received enough votes from the

public to be one of 21 “Featured Project” finalists in the prestigious NetSquared N2Y3 Mashup

Challenge, aimed at promoting Web-based tools that can address social issues affecting

communities. Information about the N2Y3 Mashup Challenge can be found at

(http://netsquared.org/challenges/n2y3-mashup-2008/n2y3-featured-projects). The selection of

YOUR MAPPER was covered in the Louisville Courier-Journal article attached as Exhibit H.

17. As a Featured Project finalist, YOUR MAPPER had a booth at 2008 NetSquared

conference, served as a panelist at the conference, and gave opening and closing presentations

before more than 1,000 software industry attendees. Coverage of YOUR MAPPER’s

participation in the NetSquared conference and competition can be found at

(http://www.netsquared.org/tags/your-mapper).

18. The services offered under the YOUR MAPPER mark have also been widely

promoted online. For example, web advertising campaigns featuring the YOUR MAPPER mark

have had more than 430,000 unique views through Google Adwords and Facebook. In addition,

YOUR MAPPER receives significant exposure from its presence in relevant technical directories



such as programmableweb (http://www.programmableweb.com/mashup/your-mapper) and

CrunchBase (http://www.crunchbase.com/company/your-mapper).

19. YOUR MAPPER services have also received favorable coverage and reviews

from internet publications dedicated to topics relevant to consumers of YOUR MAPPER

services. For example, usefultools.com reported that YOUR MAPPER’s services are “attractive

and easy to use, and it’s cool that you can take their maps and embed them onto your own site.”

See (http://www.usefultools.com/2009/10/local-data-at-your-fingertips/). Social Media Explorer

reported that we are “suddenly becoming important players in the race to have the world’s

largest online mapping platform.” See

(http://www.socialmediaexplorer.com/2009/07/29/yourmappercom-quietly-building-worlds-

largest-map-mashup-platform/). Likewise, googlemapsmania.com listed YOUR MAPPER

among “game changing web concepts that have helped to bring geographic relevancy to millions

of points of information.” See (http://googlemapsmania.blogspot.com/2008/06/google-maps-

mashup-award-winners.html).

20. I am also the exclusive user of the YOUR MAPPER mark on the services

identified in the application, and the YOUR MAPPER mark has achieved consistently high

rankings in search results for the words “your mapper” through several search engines. For

example, YOUR MAPPER services are currently the first result returned from a search for "your

mapper" through the Bing, Yahoo, or Google search engines. Furthermore, 47 of the first 50

results from Bing refer to the YOUR MAPPER mark, the first 15 results in Google refer to the

YOUR MAPPER mark, and the first 2 pages of Yahoo results refer to the YOUR MAPPER

mark.

21. As a result of the above described professional recognition, media attention,

promotional efforts, broad base of users, and my exclusive use of the YOUR MAPPER mark;

consumers and users of the relevant services understand YOUR MAPPER to identify the source

of the services I offer under the mark.

The undersigned, being hereby warned that willful false statements and the like so made are

punishable by fine or imprisonment, or both, under 18 U.S.C. § 1001, and that such willful false

statements may jeopardize the validity of the application or any resulting registration, declares
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